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In the last correspondence, the Examiner held as unpatentable most of the 
claims over Momvek in view of an e-mail disclosure from an employee of the Benjamin 
Moore Company, makers of a commercial product that Moravek mentions as 
emblematic of the paints employed in their invention. In particular, the Examiner 
inquired of an attorney at the Benjamin Moore Company as to whether or not she could 
confirm that (i) the aluminum material from which the aluminum paste product that 
represents one component of the Benjamin Moore paint product was prepared using 
aluminum flakes, and (ii) that the solvent employed in that paint formulation was one or 
more of the same diluents outlined in Applicant's claims. 

Applicant has called into question the suitability of the Examiner's e-mail 
correspondence with the aforementioned employee of Benjamin Moore Company as a 
proper supporting reference. The problems associated with the utilization of this 
correspondence to support the Examiner's conclusions are acknowledged and that an 
affidavit that attests to the presence of these materials in the Benjamin Moore paint 
recited by. Mora ve/f would perhaps represent a more appropriate foundation for 
maintaining the rejection. Insofar as identifying the best person to verify these 
statements made by Ms. Ewing and the actual procurement of an affidavit from that 
person are beyond the means of the Examiner, a new line of argument is presented 
herein. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,3-5, 9-11, 13, 15-17, 19-21, 27, 39, and 44 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Moravel< et al, U.S. Patent # 6,805,906 in 
view of Reinhardt et al., U.S. patent # 6,153,054 and Vogt, U.S. Patent # 5,441 ,564. 

Moravek is relevant for all of the reasons cited earlier. The shortcomings of 
Moravek are (i) that it does not indicate what solvent is used in the inventive coating 
described therein and (ii) that it does not verify that the aluminum paste that represents 
one component of the Benjamin Moore paint product M66-79 is prepared using 
aluminum flakes. 

Concerning the failure of the reference to disclose one or more of the solvents 
set out in claim 1 , the Examiner takes notice of the fact that the list provided in claim 1 is 
inclusive of virtually all the solvents that are known to be used in coating formulations. 
Morevoer, it is the Examiner's position that the skilled artisan is capable of selecting 
those solvents that are most advantageous in terms of their ability to solvate the binder 
and other components of the paint, toxicity, volatility, etc. 

As for the matter of whether the paint described by the reference contains 
aluminum flakes or even whether one of ordinary skill in the art would have been 
motivated to use a paste derived from aluminum flake, what seems not to be in question 
based on a survey of the prior art is that all aluminum pigment pastes are made from 
aluminum powders and that aluminum flake is regarded as a species within the genus 
that is aluminum powders that differ primarily in their shape. Aluminum flake, unlike 
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other forms of aluminum powder including those that are approximately spherical, are 
characterized by a relatively high aspect ratio, which is the ratio of a particles largest 
and smallest dimensions. 

The Examiner's survey of the prior art seems to confirm that, in the vast majority 
of cases in which an aluminum pigment is employed, the pigment is one that was 
prepared using flakes obtained by wet milling an aluminum powder. Still, this fact alone 
does not support a holding of prima facie obviousness. 

On the other hand, Reinhardt and Vogt both seem to indicate that a flake form is 
preferred for the brightness/luster/brilliance it imparts to the coating. Vogt refers to the 
flakes as platelets and documents this effect in the first paragraph under the heading 
"Background of the Invention". Reinhardt describes coatings that employ aluminum 
hydroxide pigment and, relevant to the present discussion, it is said of an experiment 
where aluminum hydroxide is used alone (Example 2) that it has a low luster due to the, 
"not-so-developed lamellar structure" and, hence, the particles are not favorably 
oriented parallel to the plane of the substrate being coated. The skilled artisan will 
appreciate that "lamellar" is synonomous with "plate-like" and, in turn, "flake" and, 
therefore, an equivalent way of expressing the teaching taken from Reinhardt is that the 
pigment was not sufficiently flake-like to have the desirable level of luster. 

It is, therefore, the Examiner's position that, even if the paste that makes up a 
key ingredient of the base paint formulation to which Moravek adds aluminum powder, 
is made from aluminum powder other than aluminum flake (which, incidentally, is not at 
all clear), it would be obvious to replace that paste with one that is prepared from 
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aluminum flal<e to enhance tlie luster of the coating over that which would be observed 
using other forms of aluminum powder. 



Claims 41-43 are allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated infonmation 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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